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REMARKS 

Applicants respectfully request reconsideration of the present application in view of 
the foregoing amendments and in view of the reasons that follow. 

Claims 24, 27, 28 are requested to be cancelled. Claims have been cancelled to 
advance the prosecution of the application. 

Claim 33 is currently being amended. Amended claim 33 is rewritten as an 
independent claim. No new matter is introduced. 

I. REJECTION UNDER 35 U.S.C. § 112. 

Claim 33 is rejected under 35 U.S.C. § 1 12, first paragraph, for a lack of enablement. 
Applicants enclose with this communication a copy of Budapest Treaty Deposit Form 
indicating that a deposition of the cell line MSH2/9 under number RH532 was made on 
March 16, 2005, at ATCC Depository. Also enclosed is an affidavit by Hein Te Riele stating 
that the cell lines were deposited under the Budapest Treaty and that the cell lines will be 
irrevocably and without restriction released to the public upon the issuance of a patent. 
Applicants believe that the deposition of the cell line obviates the rejection and, therefore, 
request withdrawal of the rejection. 

II. REJECTION UNDER 35 U.S.C. § 103. 

Claims 24, 27, 28 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Varlet et. al. 9 Genbank accession number X81 143, and Berns et. al (US Patent 5,789,215 or 
WO 93/04169) in view of Orth et. al. (PNAS, 1994). In the present communication, 
applicants cancel claims 24, 27, 28 without prejudice to advance the prosecution of the 
application. 

This amendment adds, changes and/or deletes claims in this application. A detailed 
listing of all claims that are, or were, in the application, irrespective of whether the claim(s) 
remain under examination in the application, is presented, with an appropriate defined status 
identifier. 

-6- 

002.1381931.1 



Atty. Dkt. No. 033730-0102 



After amending the claims as set forth above, claims 33-49 are now pending in this 
application. 

Applicants believe that the present application is now in condition for allowance. 
Favorable reconsideration of the application as amended is respectfully requested. 

The Examiner is invited to contact the undersigned by telephone if it is felt that a 
telephone interview would advance the prosecution of the present application. 

The Commissioner is hereby authorized to charge any additional fees which may be 
required regarding this application under 37 C.F.R. §§ 1.16-1.17, or credit any overpayment, 
to Deposit Account No. 1 9-0741 . Should no proper payment be enclosed herewith, as by a 
check being in the wrong amount, unsigned, post-dated, otherwise improper or informal or 
even entirely missing, the Commissioner is authorized to charge the unpaid amount to 
Deposit Account No. 19-0741. If any extensions of time are needed for timely acceptance of 
papers submitted herewith, Applicant hereby petitions for such extension under 37 C.F.R. 
§1.136 and authorizes payment of any such extensions fees to Deposit Account No. 19-0741. 



Respectfully submitted, 



Date 




0 22,2005 



By 



FOLEY & LARDNER LLP 
Customer Number: 22428 
Telephone: (202) 672-5569 
Facsimile: (202) 672-5399 



Stephen B. Maebius 
Attorney for Applicant 
Registration No. 35,264 
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TO DEPOSIT OR TO CONVERT A QB POSIT TO MEET TO REQUIfcEfcJgNTB OP THE BUDAPEST TREATY DW THE 
INTERNATIONAL RECOGNITION OF TH§ BiPOSIT OF MICROORGANISM© POfl TOd PURPOSES OP A PATENT PROCEDURE 

§ug&n@sss must eecmpyatse nw mayata. pys^§g use g&ew arKAflN B@p@©irFm 

1 Newts o? deposit. Pteaea m©rtt the expropriate ho& and p3?fc/l$$ [K© ^formation nw^jesiod fetf th© material. 

1 1 (3lcr^r$g}n*offl - (ha oomplote QO&mJJlQ nam* induing genua and specftw plus the eeuree of the notorial 
n ViP*vrd - the nsires, vyftothor plant or @w and eouree in&KSng geographic location 

^Coll lino - the speaee end ttesua of origin, Geographical source of Isolation, end any twown egsoc&i&d hozafda (WJV. £0V, 

t ©enotle mefortai - the name of organism Irow wtitoft vksicr, cjora or tibmry fa derived, the goitre of the DMA teieart (gefltfflad 

hv epsoios (d 3 * human. mamQ) of sdenSfic name, ft® namo of sane, and tha identity of the hoot orgsntem 
fj Conoortio or nnlteesfl cuttura ~ the identity of each compon©flt of the mfetluro 

I i §©£38, €>tfi&f£3G. tnooe? -the common nama, tha scientific nsma ofih© oouroa of the deposit, and geegrapweel 

source 



2. strain rtasignaJtsm 0 (1 e , numesr. symbols, etc). ST 3? a _ 

3 id thte en ordinal deposit under the iudqp&ii Treaty? ^Yes n No 

4 . Is this a request tor 0 conversion or a deposit already §1 the ATCC 10 meef (he r etjior&roania of the Budapest Treaty? 
11 Yes <£sWo 

If yes, pteese Indicate ATCC designation . 



(o this deposit e mixture of mioroor$iifitera3 or cefls? f Yea £?Wo 
If yes. ptoses describe. 



6. Provida deter* necessary to cuBtoare, test for viabaily £nd store me deport If a mirture, Bfovida dooertptlon of component and a 
memod to cneea tor pf©Be^o®. if a pfiaemld, pmvid© name of host and anfiWoUc reoiBtanoa. ^ 

7 Provide auffiojent descriptton $0 thai ATCQ may confimj deposit pwip©ri*©o Gram n^gattv© rod) 



a. iMGpofMMaftcellcuttur&.igft^^ nvoo J^No 
Ifye6.p«ee$eB$l WO onttotottea;^ 



b . If deposit is a hybridoma, whet is the ioetypo of the antibody proouosff? . 



«- Safety- 19 this swain h^ardOMS to humans? jJ&L. Anirrals? Ata Ptenta? 

If yes. what ia the recommended bioaatety tevol for sawfcine with mis eirein? 

(Rofqr to e«W9to(y ^Stoofrjbtegw^ ortf BhmodhfU Latemkmw, 4*h «d HHS PwPf^ltoft wo. (GPC) oa-eae& U 6 Bopartmsnt of Hesim CHff 
Hun ^ n e^^jee^ to Dtoeooo Ccniroi woshiriBtoft, dc u.s (jovemmcni ^intinft OJibw. isee. Traj o^irq t»ut is avattofefc onfina el 



Form NO PTF001 00, QffQc$*Q 4/6/03 



Poeo 1 of 3 



e. Regulatory Compliance: 

a Was to mensrtal derived from & huffmn? r I Yas i^No 

If yas, was an Ift&^aporovad oonaant ftwm (human subjects) obtained? ^iVes if&> 



Was ihis malaria) obiatnad from oftdlifa? I Yea 
ir yaa, pto&ao iAdf^lo ganue and species and vahslher wild or csptiva heed. 



©. Is waft pefforrrted at your facility w»b iswciio virusaft affecting Ih/estecfc and avian species? 1 1 Yob j^Mo 
d. Ictonirfy any (©agenta of animal origin used to cultivate mis ofgonlom/eait Kn© (o^fum, growlh fectoro, trypoin. etc.) end 
manufacturer, if Imown: gWfc^sg 



10. AvsUabltfty: 

Prior to teau&noa of a US. Patent, ATCC wGI only mate a culture available ao tnstruoted by the dopoatter cr relevant patent offioe 
Samptao must ba provided to a specific envegtfgator if a potdnftnl Patent Office under the Sudspsst Treaty tnefe-ucfca ATCC to do 
eo Tno blowing quraitata m»m b$ ans^erad 

a Ae of data of deposit or conversion to msst ihe r^u^nrnsnta of the Budapest Treaty, do you tflsh Ih© deposit to ba ensde 
evaaabte to anyone who raquaste a culture? If yso, there @ra no escWeilonG ea dtotribuffon. Arcco°sl£}g} 5© rclii mouro mo 
dopes!* ta noft avoitefete «n$l &10 psmmt baa loouod. ^Yos f 1 No 

to. As of tha date of deposit c? convefgfcn to msei tha reqwlrenwito of tta Budapest Treaty* do you wish the daposUt to 60 rracaa 
available to requester* that eatfefy Patent Offloaa w covmriea slflnatoiy to Ins iodaoasi Tr^ty? 24 Yes 1 1 Wo 
If *V3B,° pioaoe state which countries: 

Please note mat If you aro converting your daposji to rraol mo requlrarnsnte of mo Sudapaal Treaty, aid your cteposil tm 
already boon reteaaed tor distribution due to tha issuance ot m U S. Potent, you cannot restrict it from furtftar distribution 
After a U.S. Patent teams end wa en? so ftottf&d, ATCC mates th® cwdwo swe3aK3 to anyono who requests if, 96 ©llowsd 
under U 3. Patent and Trademarfc Office (USPTO* Buks and Reguiagona (37 GFR 1£0a jeIJ2]). 

1 1 . Noflrcoation. ATCC ttffO notify you of yowr ATCC number after viability of ttts dapesft h©o bo@» ooRj1wi©e. 

Nama of tndMduat to naiify* Afe^ ^ f3t&&& \__ 

1 2. P$ym6nt by ohaofi or credit oard (fV&starCard, VISA or Amefton E^pf^s) muai oeeonf^any the 68^eslt unt©8S ptes emsnQomorca tor 
billing nava toon m&da £ind approved. ATCC accepts purcnaee onJere tor lha atm«t amount 



Purchase Order No. Ch^UWo.. 



crodit Card numbar *i MasiarCard I VISA I Amarioan Eaprasa 

U*p< Data Warns shown on curd: 



Signsturo of card hotda r 



PAYMENT ATCC MUST HAV£ A 0IILIWG ADDF^63, CONTACT P€R§ON, PHOMI AND FAX F©^ ALU ©g^OSTTS; 
Contact NeTns' 



Pbona: r _\ ?m: \ 

Do you have © currant ATCC account rmmbsr? nYaa -1 No 
if Yoa ATCC Account Wumb®r a 

If Wo: To apply for an aooount wUh ATCC, please somp&ie a Mow Account AppSooiion (o^tcd on our Wqs> slia 
^www.atccorti\ r©!am It with supporting documanlsfSoft to ATCC for approval. 

ram no ptfooi-OO, frffeotiv? a ot a 



13. Name, address, phone and fa* number ofypur Attorney of Record i 

f>* *li f'* *?f" (Rofj OookttfCaftoNQ. ■) 

14. MUST BE COMPLETED. Deposited on behalf of. (Verify with your rnenegemenf who owns the deposit The owner is 
usually a company or institution, and not an individual.) j y , 



J undsratond and agree that the deposit may not be withdrawn by ma forth* period aooealed In Rulo of mo Budapest 
Treaty (at least 30 years after the dale of dopes* er 6 yean after the data of the moat recant request for the deposit, 
wh ichover ia longer)* and that ff a eultme ahoutd die or bo daatreyed during tha Ufa of tno patent, or the period of time ee 
mpeciffed, It la my responsibility to repteaa * with a living, culture ef tha aame organism or call, tn the eaaea of viruses, 
ceil cultures, pJaimlds, embryos, and seeds, It fa myrespoylbj&ityto^uftoiy a sufficient quantity for diatrtbutton for the 
parted of time enocMod above. ^ i A JT K ) 

Printed Nam* Signature Baft 

Address 



Phone: 



i: 

E-mel: 



SHIPPING INFORMATION 

BEFORE SHIPPING, PLEASE CONTACT THE ATCC PATENT DEPOSITORY FOR SHIPMENT ADVICE: 

Fa* (703) 365-2745 

E-mal' PatantDaposiU&aiee org 

SHIPPING NOTICE: 

The dapoaitor ts uftimeiely responaibie for the shipment of deposfc to ATCC and compliance with all apottcaWo 
government regulations for ma packaging and movamerit of the malerial The depositor shall indemnify ATCC, to me 
extent permitted by lew, against claims resulting from tha violation of applicable government regulations caused oy 
iho depositor's shipment of deposits lo ATCC. 
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Storage: Cultures era stored for 30 years from date of deposit or five yearn after the last request for a sample, whichever is 
longer, as required under tr» rules ot patent offices In most countries. 

Fees' All fees are subject to change. For currant lees and other information, check our Web site at www atcc org or request 
a quotation of foe* by o-mafl at ParentDeposit^atccorg or fax (70S) 36S-2746. 



♦WIlrtinWttMHltmrt HIIHIII i mlHU I , M ,| > <( WH«HM W tH W « lMI| «t | | HHIHHt l imiirt t l l l*l*Hl1 t > i "2? 

ATCC USE ONLY: ATCC OBSIQMATlO ll RECO . V X ftEftULT y ^ 



ATCC* le a raatsnrae p*4mimtU at me Arrwriaan Typa Culture CoSsenort. 
Forni No. PTF0O1.0O, grfoottvo 4/B/03 Paga dofS 

i 

m 
O 

o 



I herewith verify that I have made a deposition of the eeHline MSH2/9 (RH532) under 
the Budapest Treaty. I understand and agree that the deposit may not be withdrawn 
by myself for the period specified in Rule 9.1 of the Budapest Treaty (at least 30 
years after the date of deposit or 5 years after the date of the most recent request for 
the deposit, whichever to longer), and that if a culture should die or be destroyed 
during the life of the patent, or the period of time so specified, It is my responsibility to 
replace it with a living culture of the same organism or cell. It is my responsibility to 
supply a sufficient quantity of the celliine for distribution for the period of time 
specified above. 

I verify that all restrictions on the availability to the public of the celliine deposit will be 
irrevocably removed upon the granting of a patent from the above-Identified 
application. 




Data: 
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